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DETAILED ACTION: 

Status of the Claims: 
Claims 1-31 are pending. Claims 1-31 are rejected. 



Claim Rejections - 35 VSC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1- 23 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Claim 1 recites "to determine whether any result in the first set of results or the second 
set of results is a substantial match to either the first or second biometric search templates 
associated with the probe candidate." The specification does not include a clear and concise 
description of the process of determining a substantial match. In particular, the specification 
does not mention how to determine a substantial match between a first result, for example a 
facial profile, with a second result, for example a fingerprint. 

Claims 2-13 and 19 are rejected for being dependent from a rejected base claim. 
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Claims 14 and 17 recite "determining whether a database contains any images that 
substantially match at least one image provided of an individual" and furthermore "receiving 
probe data set.." The specification does not contain a clear and concise description of how the 
image of an individual corresponds, if indeed at all, to a probe data set. The skilled artisan 
would not be able to make and use the invention because it is unclear what is being used for the 
search. 

Claims 15-18 and 20-23 are rejected for being dependent from a rejected base claim. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-13, 19, 21, 22 and 24-26 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites in the preamble "determining whether a database contains an image 
substantially matching that of a given probe candidate" and furthermore "a first database 
comprising a plurality of searchable biometric templates, the plurality of searchable biometric 
templates comprising a plurality of templates of the first type of biometric and a plurality of 
templates of the second type of biometric " The scope of the invention is difficult to determine 
because the relationship of the image to the template of the first type and the relationship of the 
image to the template of the second type is difficult to determine. 
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Claim 1 recites "a first database comprising a plurality of searchable biometric 
templates" Furthermore, claim 1 recites "a first biometric search engine operably coupled to the 
input device and to the database." Still further, claim 1 recites "a second biometric search engine 
operably coupled to the input device and to the database." The scope of the invention is difficult 
to determine because it is unclear how the "first database" relates to "the database." 

Claims 2-13 and 19 are rejected for being dependent from a rejected base claim. 

Claim 21 recites "(g) determining, for each member of the results set, whether any of the 
additional data associated with that respective member of the results set is a substantial match to 
any of the additional data in the initial probe data set " The scope of the invention is difficult to 
determine because it is unclear what comprises, (1) any additional data, (2) respective member 
of the results set, (3) substantial match to any of the additional data. 

Claim 22 recites "(g) determining whether any result in the results set is substantially 
similar to one or more other results in the results set; (h) selecting the results in the results set 
that are substantially similar to each other to be a refined probe data set; (i) searching the 
database of biometric templates using the refined probe data set to return a results set, the results 
set comprising biometric templates that satisfy a predetermined fourth criteria; (j) repeating (g) 
through (i) until a stop condition is reached; and (k) returning the last results set retrieved before 
the stop condition is reached as a final results set for further investigation, the final results set 
comprising information about records in the database containing information that is substantially 
similar to information contained in other records in the database but which is not necessarily 
similar to information associated with the individual." The scope of the invention is difficult to 
determine because it is unclear what comprises "before the stop condition is reached " 
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Furthermore, it is unclear what comprises "information that is substantially similar to 
information contained in other records in the database but which is not necessarily similar to 
information associated with the individual." 

Claims 24 and 26 recite "returning the last results set retrieved before the stop condition 
is reached as a final results set." The scope of the invention is difficult to determine because it is 
unclear what comprises "before the stop condition is reached." 

Claim 25 is rejected for being dependent from a rejected base claim. 

Art Rejection Precluded 

Claims 21, 22 and 24-26 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. No art rejection is provided in this first action on the merits. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 1-9, 11-14, 16-20, 23, 27-31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Pub No US 2004/0036574 issued to Bostrom (hereafter Bostrom), as best 
examiner is able to ascertain.. 
Claims L 14 and 17: 

Bostrom discloses: 

• an input device constructed and arranged to receive first [Fig 1, 77 - facial] and second 
[Fig 1, 76, fingerprint] biometric search templates associated with the probe candidate, 
the first biometric search template associated with a first type of biometric identifier and 
the second biometric search template associated with a second type of biometric 
identifier; 

• a first database [Fig 1, 44] comprising a plurality of searchable biometric templates, the 
plurality of searchable biometric templates comprising a plurality of templates of the first 
type of biometric and a plurality of templates of the second type of biometric; 

• a first biometric search engine [Fig 3, step B, par 48] operably coupled to the input device 
and to the database, the first biometric search engine adapted to search the database of 
searchable biometric templates for a match to the first biometric template and return a 
first set of results; 

• a second biometric search [Fig 3, step F, par 48] engine operably coupled to the input 
device and to the database, the second biometric search engine adapted to search the 
database of searchable biometric templates for a match to the second biometric template 
and return a second set of results; 
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• a processor [par 50] in operable communication with the input device and the first and 
second biometric search engines, the processor programmed to compare the first and 
second sets of results to the first and second biometric templates to determine whether 
any result in the first set of results or the second set of results is a substantial match to 
either the first or second biometric search templates associated with the probe candidate. 

Claim 2: 

Bostrom discloses wherein each of the plurality of biometric templates in the first 
database comprise third and fourth templates, the third template being the first type of biometric 
and the fourth template being the second type of biometric, such that any result returned by 
either the first or the second biometric search engine will comprise both a third biometric 
template and a fourth biometric template [Fig 3, step F, par 48]. 
Claim 3: 

Bostrom discloses wherein the processor is programmed to receive the first set of results 
from the first biometric search engine; and direct the second biometric search engine to search 
the first set of results using the second biometric template [Fig 3, step C]. 

Claim 4: 

Bostrom discloses wherein the first and second types of biometric are each selected from 
the group consisting of face, fingerprint, thumbprint, hand print, iris, retina, hand geometry, 
finger geometry, thermogram, signature, voice, keystroke dynamic, odor, breath, and DNA [par 
8]- 

Claim 5: 
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Bostrom discloses wherein the first type of biometric is different than the second type of 
biometric [Fig 3]. 

Claims 6 and 16: 

Bostrom discloses wherein the first type of biometric is face and the second type of 
biometric is at least one of fingerprint, thumbprint, and iris [Fig 3]. 

Claim 7: 

Bostrom discloses a capture subsystem [Fig 1, 76, 77] in operable communication with 
the input device, the capture subsystem constructed and arranged to capture raw biometric data 
used to create the first and second biometric templates. 

Claim 8: 

Bostrom discloses wherein the capture subsystem is constructed and arranged to 
automatically locate raw biometric data in a digitized image [Fig 1] 

Claim 9 : 

Bostrom wherein the processor is programmed to convert the raw biometric data to first 
and second templates [Fig 1] 

Claim 11: 

Bostrom discloses wherein the system is part of a system for creating identification 
documents and the processor is programmed to determine whether or not an identification 
document will be created based at least in part on the first and second results [par 7]. 

Claim 12: 
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Bostrum discloses wherein the identification documents are at least one of drivers 
licenses, voter identification documents, national identification documents, passports, Visa 
documents, credit cards, and government-issued identification documents [par 7]. 

Claim 13: 

Bostrom discloses wherein the probe image comprises at least one of a photograph, 
digital image, sketch, mugs hot, painting, illustration, and cartoon [Fig 3]. 

Claim 18: 

Bostrom discloses wherein the stop condition comprises at least one of: the results set 
containing no biometric templates; the results set containing only biometric templates that have 
been retrieved in at least one previous results set; a substantial portion of the results set 
comprises biometric templates that have been retrieved in at least one previous results set; steps 
(c) and (d) have been repeated a predetermined number of times; and an instruction has been 
received to stop searching [Fig 3], 

Claim 19: 

Bostrom discloses wherein the predetermined first criteria comprises a result in the set 
having a biometric template that matches the biometric template of the probe data set to a 
predetermined degree [par 44 reviewed by system administrator]. 

Claim 20: 

Bostrom discloses wherein at least one of the initial probe data set and the results set 
further comprises a data record of additional data associated with each individual in the 
respective set, the additional data comprising at least one of biometric data, demographic data, 
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variable data, data specific to an identification document associated with the individual, data 
indicating whether the data record has been previously associated with fraud, data indicating 
whether the data record has been previously notated [identification code, par 7] 

Claim 23: 

Bostrom discloses wherein the method is used for at least one of fraud investigations, 
criminal investigations, identification document issuance, identification document manufacture, 
addition of images to a computerized database, computerized dating, and computerized 
matchmaking [par 7]. 

Claim 27: 

Bostrom discloses receiving a first probe set, the first probe set comprising a non- 
biometric data record; searching a database of data records for data records that substantially 
match the nonbiometric data record [par 7, PIN identification code], the database of data records 
including, for each data record in the database, at least one biometric template associated with at 
least one image; receiving a first results set from the search of the database, the results set 
comprising, for each substantial match to the non-biometric data record, a results set data record 
comprising a corresponding image and biometric template; selecting at least one results set data 
record to use as a second probe set; and searching the database of data records for data records 
having biometric templates that substantially match the biometric record associated with the 
results set data record [Fig 3] . 

Claim 28: 



i 
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Bostrom discloses whether an individual should receive an identification document, 
comprising: receiving a probe set associated with the individual, the probe set comprising a first 
biometric template of a first type and a second biometric template of a second type; performing a 
first search, the first search comprising searching a database of previously enrolled biometric 
templates for a biometric template that substantially matches the biometric template of the first 
type; performing a second search, the second search comprising searching the database of 
previously enrolled biometric templates for a biometric template that substantially matches the 
biometric template of the second type; and analyzing the results of the first and second searches 
to determine whether any resulting matches indicate that the individual either is attempting to 
fraudulently obtain an identification document or has attempted to fraudulently obtain an 
identification document in the past [Fig 3, par 10]. 

Claim 29: 

Bostrom discloses denying the individual an identification document if, after analysis, 
matches are found during either the first search or the second search [par 10]. 

Claim 30: 

Bostrom discloses capturing first and second images of the individual, the first image 
capable of being converted into the first biometric template of a first type, the second image 
capable of being converted into the second biometric template of a second type [Fig 1, 76, 77]. 

Claim 31: 

Bostrom discloses wherein the first type of biometric is different than the second type of 
biometric [Fig 3]. 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 10 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bostrom in view of Pub No US 2003/0126121 issued to Khan et al (hereafter Khan), as best 
examiner is able to ascertain. 
Claim 10: 

Bostrom discloses the elements of claim 1 as noted above. Bostrom fails to disclose a 
second database in operable communication with the processor, the second database storing 
matches determined by the processor. Khan discloses a means for storing matches determined 
by a processor [claim 4]. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Bostrom to include a means for storing matches 
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determined by a processor as taught by Khan for the purpose of producing a record of matches 
and potential matches. The skilled artisan would have been motivated to modify Bostrom per the 
above for the purpose of build up a database such that matches determined by the processor 
could be further analyzed by an expert such as a law enforcement officer. 
Claim 15: 

Bostrom discloses the elements of claim 14 as noted above. Bostrom fails to disclose 
wherein at least one of the first and second results sets is ranked in accordance with closeness of 
match to the first biometric template. Khan discloses wherein at least one of the first and second 
results sets is ranked in accordance with closeness of match to the first biometric template [par 
11]. It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Bostrum to include wherein at least one of the first and second results sets is 
ranked in accordance with closeness of match to the first biometric template as taught by Khan 
for the purpose of identifying a face [par 11]. The ordinarily skilled artisan would have been 
motivated to modify Bostrom to include ranking of the templates for the purpose of simplifying 
the task of analysis of the templates by a law enforcement officer par 1 1]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Etienne LeRoux whose telephone number is (571) 272-4022. 
The examiner can normally be reached on Monday - Friday from 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic, can be reached on (571) 272-4023. 



Application/Control Number: 10/686,005 
Art Unit: 2161 



Page 14 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-2100. 

Patent related correspondence can be forwarded via the following FAX number (703) 
872-9306 

Etienne LeRoux 

November 5, 2004 
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